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DETAILED ACTION 
Response to Arguments 

1 . The applicant lias noted tliat claims 7 and 21 are listed as rejected on the cover 
sheet of the office action, but the office action contains no substantive rejection. The 
examiner agrees that the claims are not listed in the detailed action. However there is a 
substantive rejection to the claimed subject matter (claim 3: paragraph 4, lines 2-5, 
claim 21 : all of paragraph 4). 

2. Applicant's arguments filed 1 1/20/2008 have been fully considered but they are 
not persuasive. 

3. As to claim 1 , the applicant argues that Gordon does not teach a drug delivery 
device. The recitation of "for delivery to a patient in a drug delivery device" is a function 
limitation and is treated as such since the drug delivery device is not positively claimed. 
Furthermore, the applicant has not given any structural limitations in the claims as to 
what the drug delivery device comprises. Never-the-less, the device of Gordon holds 
at least one container. The device is then opened and a container is delivered to a 
patient. 

4. As to claim 3, the applicant argues that the drug is not adapted for delivery in air 
inhaled by the patient to their lungs. It has been held that the recitation that an element 
is "adapted to" perform a function is not a positive limitation but only required the ability 
to so perform. It does note constitute a limitation in any patentable sense. In re 
Hutchison, 69 USPQ 138. Gordon teaches capsules. Capsules are known to hold 
powders or liquids. Both powders and liquids are capable of being inhaled. 
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5. As to claim 12, tlie applicant argues that Gordon does not teach wherein the 
memory is configured to store information from the drug delivery device. Gordon 
teaches reading and storing information from the device onto memory (col. 4, lines 47- 
col. 5, line 14). 

6. As to claim 19, the applicant argues that Gordon does not teach a drug delivery 
device. The examiner disagrees. The applicant has not given any structural limitations 
in the claims as to what the drug delivery device comprises. The device of Gordon 
holds at least one container. The device is then opened and a container is delivered to 
a patient. 

7. As to claim 20, the applicant argues that Gordon does not teach a drug delivery 
device. The examiner disagrees. The applicant has not given any structural limitations 
in the claims as to what the drug delivery device comprises besides a chamber for 
receiving a drug. The device of Gordon teaches chambers into with capsules with 
drugs are placed. 

8. As to claim 13, the applicant argues that Anderson et al. a delivery controller for 
controlling the amount of the drug delivered to the patient based on receive treatment 
information. The recitation of "a delivery controller for controlling the amount of the drug 
delivered to the patient based on receive treatment information " is a function limitation 
and is treated as such. Anderson et al. teaches a controller that is capable of 
performing the function. The applicant has not positively claimed that the controller is 
programmed to perform the limitation. The controller need only be capable of doing so. 



Application/Control Number: 09/781 ,610 Page 4 

Art Unit: 3734 

9. As to claims 16-18, Anderson teaclies an autliorization portion (col. 12, line 11- 
8), and wherein the drug delivery device is selected from one of a pneumatic nebulizer, 
a piezo-electric nebulizer, or an ultrasonic nebulizer (Anderson is an air 
driven/pneumatic nebulizer). 

10. Applicant's arguments, see pgs 13-15, filed 1 1/20/2008, with respect to the 
rejection(s) of claim(s) 39, 40, and 47 under 35 USC 102(b) have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of Chartrand 
5562550. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

12. Claims 1 , 3, 4, 7, 8, 1 2, 1 9-21 , 54 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Gordon 4617557. 

13. Gordon teaches a drug package comprising: a least one container containing a 
drug; an electronic data carrier including a memory, the electronic data carrier further 
includes a radio frequency device; wherein the electronic data carrier is arranged to 
supply the drug treatment information a number of times corresponding to the number 
of treatments available from the drug package, or the number of containers included in 
the drug package (col. 2, lines 22-30); wherein the at least one container is a plurality of 
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containers and wlierein tlie electronic data carrier is a single electronic data carrier; 
wherein the mennory stores information; wherein the drug treatment information includes 
at least one of the following items: an identity of the drug which is to be delivered; a 
security code; a desired amount; a desired frequency of treatment; or an expiration date 
(col. 2, lines 22-30). 
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Claim Rejections - 35 USC § 103 

14. Claims 39-41, 44, 47, and 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gordon in view of Chartrand 5562550. 

15. As to claim 39, 40, and 47, Gordon teaches a plurality of drug containers, each 
container containing a drug; and an electronic data carrier separate from the drug 
containers, the carrier including drug treatment information. It should be noted that 
Gordon fails to teach wherein the data carrier is arranged to be powered inductively 
from a radio frequency signal. Gordan teaches that the data carrier is powered via a 
battery. 

16. Chartrand teaches a device with a data carrier arranged to be powered 
inductively from a radio frequency signal as opposed to the battery powered data carrier 
taught by Gordon. Therefore, it would have been obvious to use a data carrier arranged 
to be powered inductively from a radio frequency signal an alternative to battery 
powered data carrier, because they are expedients of eachother. Furthermore, 
inductively powered data carriers are well known in the art of electronics. 

1 7. Claims 1 , 1 3, 1 9, and 53-56 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Anderson et al. 5237987 in view of Gordon. 

18. As to claims 13 and 19, Anderson et al. teaches a drug delivery device; a 
delivery portion (52); an electronic input (228) arranged remotely from the delivery 
portion; and electronic data carrier removable from the drug delivery device (see claim 
5); a delivery controller (28); a memory located within the electronic data carrier; and an 
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output. It should be noted that Anderson et al. fails to teach transmitting treatment 
information via a radio frequency signal. 

19. Gordon teaches a device with an output for transmitting treatment information via 
a radio frequency signal as opposed to the circuitry taught by Anderson et al. for 
transmitting information. Therefore, it would have been obvious to use a radio 
frequency signal as an alternative to circuitry for transmitting information because they 
are expedients of eachother. Furthermore, wireless connectively is well known in the 
art of electronics. 

20. As to claims 1 6-1 8, 51 , and 52, Anderson/Gordon teaches the device according 
to claim 13, wherein the drug delivery device includes an authorization portion (col. 12, 
lines 11-18); wherein the drug delivery device is selected from one of a pneumatic 
nebulizer, a piezo-electric nebulizer, or an ultrasonic nebulizer (Anderson is an air 
driven/pneumatic nebulizer). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL G. MENDOZA whose telephone number is 
(571 )272-4698. The examiner can normally be reached on Mon.-Fri. 9:00 a.m. - 5:00 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on (571) 272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/781 ,610 Page 9 

Art Unit: 3734 

Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. G. M./ 

Examiner, Art Unit 3734 
/Todd E Manahan/ 

Supervisory Patent Examiner, Art Unit 3734 



